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REMARKS 

Claims 31-50 temain in this application. The status of the claims and the rejections 
appUed by the Examiner to the claims are summarized below- 

STATUS OF CLAIMS 

Claims 21 22, 30, 32-34, and 37-38 were rejected as unpatentable over tbe lost 
count 1 in the interference on the grounds of estoppel. Claims 21- 30 have been canceled. 
Examiner states: 'Tte only diifei^ce between Uxese claims and the count 1 is that the gam 
fiber is limited toafiber -having only one single-mode core' in contrast to countlwhich 

i^ludes a gain fiber having a single-core". (Page 3 of 10/21/2000 Official Action). 

Claims 39-40 are rejected as nnpatentable over the lost count 2 on the gromids of 
..roppel Examiner made the s^e statement v^th regard to the difference betw^^ 

and the count. 

Claims 41-43 are rqected as unpatenBbl. over the loa coimts <m Ihe growds of 
Exainin=swe.«^tt«onlyd»r=ac=ben««toiB«f..=Ke«>m>tlanda>cse 

olafms is *e ctos further define fte sain sp«™ns of gain Bber and i»n m»a>g 
means ov«r to wavcleng* bands. E.»mn.r sU.es to. perfbnning «.udne «.peninen«>oo, 
to ordinal, arSsan would bave found it obvious to draw out to gain spectrum of the 
fiberandtoflltcringmeansotcountl. Exa^taber states tba. to difflreaoeberw«»> 
to interferenee count and claim 43 is to. .bis claim ftether defines to gain spectnnns of to 
gainfiberandfilteringmeansoverthcwavelengfltbands. 

Cldms 44-50 are rgected as oupatentable ov« to lost count 1 on to gmunds of 
estoppel£brtberiuvie«C3rassoe.al..U.S.Pa.cn.5.J45.467. Bcannner states to. to 
.BBerencebetweeu lost coon, 1 and toseclai™ is to-toclai^osfWherdefineto^^ 



apcct^ns and to gain fflter and Altering means over to pr.deten.ined «aveleogtlt bands. 
Examiner contends to. performing routine ordinate «.pe.in.eutaaontooxdinarys^^^ 

have found itobvious to draw outtogainspecmnnoftogain fiber andtofilt»ms 

Claims 31-50 are rejected because of a defective reissue Declaration, Exammer 
asserts that the error whichisreliednponis not an error upon whichareissuecanbebased. 

Claims 44-50 are rejected under 35 U.S. C § 251 as being broadened m a reissue 
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application filed outside the two ye:«s statutory period. .„,„^v Hallet 

InlnterferenceNo. 104.069 Judgment was rendered agau^ the juxuorpax^yH^^^^^^^ 
a,withtheholdingthatHanetal.isnoteutitledtoapatentcontai^gclair^l,^ . 
,j andlS Noneoftheseclain^remainintheapplication. In Interference No^l 04.07 
17,anai». ,,wmnioroartvHaUetal.,v,ithaholdingthatHalletal..s 
Judgmentwasienderedagamstthejuniorparty.naue .u:, 

^t^tledtoapatentcontainingl.7.9-22.and24-30.Naneomeseclax^ 

^''^KLsiderationandanowanceof^isa 
the following. 

ARGtlEMENT 
A. SUMMARY OF THE INVENTION 

t^e claimed invention is directed to optical fiber axnplifiers whach selectively 
attenuate unwanted wavelengths of light. 

1 ^i,x frnin laser diode 15 is coupled through coupler 
i*-^v, X Piimo lisht at wavelength Ap trom laser muuc ±j r 

^<,*i«g ion««r 17 isp^vwed. -n,. .7 absorbs, o. so^ of Ugh. 

^tbinthcWofwavdenglh including the pump signal wavel«g*)W 

.san»an,.e,««bi-«-aopeafib.an.p«E„iat«,ue„ayua^.— 

. .lis-sft^rr, Ahsotbintt filter 17 attenuates, or reduces, the 1532 ran peaK. 

-'^:r:ZT.ri:p.c.ea....gion.^n^:~ 

l™.p.vide.,«..sigoal.ran^i.^cabecau.d«a„,.M«..a.aW.ea^ 
„av..eagd>d.p»d«.(S-coW3,linc57«^ghcotann4,ln>.24omcHall..al. 

"^:::l:L.U»M..W«.si.p«an.aavao.gea.shc«niaPi^=s^ 

'^^sao^isbi.. or i..ve.« . WMC. U 0..=.«. ..«in ^ «.« in .U 
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embodiments the gain fiber has only one signal mode core. 

The technique of fabricating optical fibers is described in column 3, Imes 22-43 of Hie 
HaUetal. appUoation. In this febrication technique a core pre-fonn is coated with cl^dang 
glass Asigmficantreductioninthecomplexityinfebricationcanbeachievedbyfebri^^^^ 
en opticd fiber withonlyasingle core. If more^nonecoremustbe provided, the 
fabricationismoredifficult. The invention which is claimed in this apphcatxon achxeves the 
advantage of easy fabrication without losing tl.e function of attenuating Ught withm a 
predetermined band of wavelength. 
B THE GRASSOETAL. PATENT 

Tt. Grasso patent also relate, to an optical fiber amplifier. As an example, Qrasso 
presents the sazneexbiuxn-dopedfiberhaving an ernissionpeal.atl536nm,an^^ 
Lebandofl520tol570^.(Colunm2,hnes41.48oflheGrassoetal.apphcaho.^^^ 

Grasso also has the object of attenuating, or preventing, spontaneous emissions at an 
^desixedwaveleug.h.(Colunm3,lines21-30.). The difference between Hall et al. and 
Grasso etal. is that Grasso etal. achieves the desired attenuationbyprovidmgiwo c^^ 

J - t»H 1 1 ^r,A 12 inFias 4 5 and 7, and 101 and 102 m 
the fiber. The two cores are designated 1 1 and 12 in ±-igs. ^, ^, 

Figure 8. Grasso states: 

« min acconiance with the present invention provision has 

mS^^e use of an active fiber of the type shown m 
c^" S^onal view in Figures 4 and 5 w^ch has ^o <^res, 11 
and 12, respectively, enclosed by the same claddmg 13. 
(Column 5. lines 41-45.) 
to order to ia,ric»to «.e <h3«o fiber. i< « » <^ J"^-*'" ""^ 

co„K,m^ma«^surr.unde<lbyol.ddmBm3«rial. TT^,wh»m.pr^fc,mUdr.,™ 

i«oafiber,Uwmh.vo4cWocorcs^*own«*eG,=«od«»nr«s. Grassodo^no, 

a«y disolo^. of howu, p«fonn to fta«i«.of sdecuvc a«=n««io. in. single core 
flter. Q«i«*eoon«.y.Grasso.cachesaw.ySoma^corefiber. S.a«inga.«« 
,o..omcfco.»n»S.Gr.s«.e.a.exp.aman«ample in wMehadonbleccrefiberSis doped 

erbium wM*w.sdis«ibu<edine^P«3in.h.t»ooo^ U endl2. For comparison 
ae same amplifier was conaBu«ed witt. a fiber Having a single con=. (Cohnnn 9. line 33.) 
Grasso et al. describe the single core amplifier as follows: 
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"As can be seen ftom the above examples, while an ampUfier 
with a single-core fiber has shown a reduced gamm the 
rSence 5 a 1560 mn wavelength signal, also mttoducmg such 
a noise that the signal reception was difficult, so that said 
^pUfier was practically useless..." (Column 10, hnes 56-61.) 

C ESTOPPEL DOES NOT BAR HALL ET AL. FROM CLAIMING A 
PATENTABLY DISTINCT INVENTION 

Estoppel based on the lost counts of an interference is based upon 37 CFR §1.658 (c). 
Tl^tsect^onprovidestbatalosing party who could have properly movedbut foiled to mo 

under sections §§ 1.633 or 1.634, is estopped to take ex pane or Inter partes action in the 
Patent and Ttademark Office after the interference which is inconsistent with that party's 

failure to properly move. 

Claims 35-50 were added to this application in a Preliminary Amendment filed June 
26, 1998. The REMARKS of that amendment referred to the original Hall 069 patent winch 
^ ixxvolved in fa^terference. The REMARKS also referred to the C3rasso patent as having a 
"double core" fiber. The newly submitted claims couldnot be added to the interference 
because Gxassoetal. did not have support for claims redting-onlyasingleco^^^^ 
has consistently arguedthatthe single core fiber recitedinclaims21-50waspatentably 

distinct from the "double core" fiber of Grasso et al. 

The only actions in ..parte prosecution that Rule 658 (c) proscribes are those that axe 
,„«,;.i.r.„.withaparty'sfeiluretofileamotioninaninterierenceun^^ 

A losing party who could have properly moved^ but feUed to 
^iv^^dS^ 1.633 or 1.634. shaU be estopped to take «r 
^^?or intJparte action in the Patent and Trjdeniaik Office 
^er the interference which is inconsistent wUh that party s 
^Sl^to properly «.ve(37 CFR § 1.658(c). emphasis added). 

AppUcants' pursuit of claims 31-50 is entirely consistent^^ the above-noted 
absence ofinterference-relatedactivity. indeed, by not seeldng to have these cl^ 
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foterformces 104,069 and 104, 075 or made the subject of another interfer^ce against 

Gxasso. al. . AppUcants were adopting precisely the same position that they axe adopting 

here - i.e., mat the claimed subject matter is patentably distinct ftom the subject matter of 

Interferences 104.069 and 104.075 and from the Grasso. et al., patent. Applicants axe entitled 

to make a showing in the instant application that the presently claimed invention is not 

substantially the same as that of the lost count of interferences 104, 069 and 104, 075. 

A losing party to an interference is entitled to claim subject 
matter other than that of the interference count, provided the 
requirements of patentability are met. and subject to those 

conssaints that - ^^^^ ^^^^f ^^^^ ,gog> 
interference. In Zletz, 13 USPQ 2d 1320. 1322 (Fed- uu:. a9o9, 

The estoppel provision of Rule 658(c) is plainly inapplicable. Applicants therefore 
respectfuUyrequestthattherejectionofclaimsSl.SOduetoaUesedestoppelbere^^^^^ 

and withdrawn- 

The Examiner must consider the patentability of claims 3 1-50 in view of the Grasso 

patent 

X, THE INVENTION CLAIMED HERE IS PATENTABLY DISTENCT IROM 
THE GRASSO ET AL. PATENT 

1 The Grasso et al. Patent Teaches Away From Making An Amplifier 
With A Single Core Gain Fiber 

Hie Grasso et al. pateut states that an amplifier having a single core gain fiber 
which Ihey produced for comparison with their example fiber introduced such noise that 
signal reception was difficult so thattheamplifierwaspracticallynseless. (Co. 10. hues 56- 

61.) This a textbook case of teaching away from the invention which Hall et al. had made. 
See MPEP § 2145 X. D. References teach away from the Invention or render prior art 
unsatisfactoiT foriBtended purpose and in re Hedges 783F2dl038104l (Fed Cix. 1986. 

In Hedges the claim at issue related to a process for preparing sulfonic acids. The 
prior art references taught that lower temperatures of reaction are preferable. Hedges 
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claimed a reaction in the molten state. The prior art taught away from the claimed invention 
of carrying out the reaction in the mohen state. This was strong evidence of unobviousness 
citing W. L. Gore & Associates. Inc. v. GarlocK Inc.. 721 F. 2d 1540. 1552, 220 USPQ 303, 
312 (Fed. Cir. 1983), cert, denied, 105 S. Ct. 172 (1984), citing UnUed States v. Adams, 383 
U.S. 39, 148 USPQ 479 (1996). Adams, 383 U.S. 39, 148 USPQ 479 (1966). Hedges 783 
783 F Zd 1041 (Fed, Cir. 1986.) 

In the present case Giasso et aL states that only a double core fiber wiU provide the 
desired attenuation characteristics. Hall et al. claims using a fiber with a single-core. The 

claimed invention is unobvious. 

2. Hall et aL Have Retained The Function Of Selected Attenuation While 
Eliminating A Core. 

The amplifier claimed herein has "only one single-mode core" but it still performs the 
function of selected attenuation. 

The MPEP states: 

n. ELIMINATION OF A STEP OR AN ELEMENT 
AJ^D IT'S FUNCTION 

B Omission of an Element with Retention of the 

Element's Function Is an Indicia of Unobviousness 

Note the omission of an element and retention of its function is 
an indicia of unobiousness. In re Edge, 359 F. 2d 896, 149 
USPQ 556 (CCPA 1966) 
In Edge the claims were directed to a printed sheet having a thin layer of erasable 

material bonded directly to the sheet whereas the prior art disclosed a similar printed sheet 

with an intennediate transparent layer between the sheet and the layer of erasable materi aL 

Edge ohminated the transparent layer but maintained the function of erasing the middle layer 

without erasing the printed indicia. Similarly, in the present case, Hall, et al. has eUminated a 

core in the gain fiber, but have retained the function of selectively attenuating certain 

wavelengths of light. This is an indicia of unobviousness. 
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E. The Reissue Declaration is not Defective 

Claims 21-50 coixespond exactly to the original claims 1-20, except that the "gain 
optical fiber" is now limited to a fiber "having only one single-mode core" as contrasted to 
the original cMm limitation ''having a single-mode coi^." It was noted in the Declaiation 
that the original claim Umitation could have raised a question as to whether claims 1-20 were 
limited to a structure having only one core. 

To obviate any questions, patentees have presented the claims at issue here. Qaims 
31-50 are the same as original clainis 1-20, but are limited to a structure having only one 
core. Such a structure is clearly set forth in the original patent specification and drawings, 
e.g.. see Figs. 1, 4, 10 and 1 1 and at column 3, line 38, and at column 4. Une 67, fbr example. 
No new matter is being added and the scope of the claims is not expanded beyond the scope 
of original claims 1-20. 

F- Claims 31-50 Are Not Broader In Any Respect Than tiie Original Claims. 

Claims 31-50 are modifications of original patent claims 1, 17, 19 and 21 
r^tively. THe modifications can best be seen in Appendix A to this paper wherein the 
words deleted from those original claims are in brackets and the added words are in bold face 
type. The only matter deleted from the claims relates to mconsequential matters so that the 
claims better define the claimed subject matter. There is no broadening of the claims. 
Support for the added matter appears in the footnotes to those claims in Appendix A. 

Support for claims 45-50 appears in the footnotes to those claims in Appendix A. 
As can be seen, appUcants have not added new matter to the added claims and have 
not expanded the scope of any claim beyond the scope of the original patent claims 1 -20. 

This appUcation is in condition for allowance and such action is action is respectfully 
requested- If the Examiner finds the apphcation not allowable, it is respectfdlly requested 
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that this amendmeajt be entered for purposes of Appeal. 



Woodcock "Wasbbum LLP 
One Liberty Place - 46tti Floor 
Philadelphia PA 19103 
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Facsimile: (215)568-3439 



Date: 




Registration No. 19,263 
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viTPSTnN WITH MAR KINGS TO SHOW CHANGES MADE 
Cancel claims 21-30. 
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APPENDIX A 

Claxification of Claims 41-50 



[11 41. A fiber amplifier having a flattened gain 

spectrum* comprising 

a gain optical fiber having [a] only one single-mode 
core, said core containing dopant ions capable of producing a 
gain spectrum due to stimulated emission of light within a 
predetermined band of wavelengths including a wavelength X, when 
pumped with light o£ wavelength X„ said gain fiber having input 
and output ends, and wherein the gaizi spectrum of said gain 
optical fiber over said band of wavelengths has a first portion 
having a relatively small gain variation over a region of said 
band wavelengths and a second portion having a relatively large 
gain variation over a different region of said band wavelengths, 
wherein said first portion of the gain spectrum is relatively 
flat and wherein said second portion is not flat and exhibits and 
e^ibits a greater gain than the gain exhibited over said 

relatively flat portionS- 

[absorbing] ion filtering means for [attenuating] 



^ Col. 1, lines 20, 65-68. 

« Col. 3, lines 64-67, and Figs. 2, 5-7. 



-1- 
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absorbing light within said predetermined band of wavelengths, 
aaid [absorbing] ion filtering means having an absorption spectrum 
Wing a first portion exhibiting relatively small absorption 
over said region of said band of wavelengths and a second portion 
having a relatively large absorption of said different region of 
said band of wavelengths where the gain spectrum is not flat, 
said ion filtering means con^rising a concentration and 
distribution of umpumped gain ions within said ion filtering 
means wherein amplified light having wavelengths within said 
predetermined band of wavelengths where the gain spectrum is not 
flat is attenuated to an extent such that the gain spectrum over 
the entire predetermined band of wavelengths is flattened and 
exhibits relatively small gain variation over said entire band of 
wavelengths' ; 

means for introducing a signal of wavelength \, into 

said gain fiber input end, 

means introducing pump light of wavelength X, into said 

gain fiber, and 

means for preventing the excitation of said pumped gain 

ions by light of wavelength Xp. 

[17] 42. A fiber amplifier comprising 
a gain optical fiber having [a] only one single-mode 



ines 16-18; col. 5, lines 2-17; col. 6. line 61, and col. 7, line 14; and Figs5-6. 



5 Col.4, lines 

'""Zi- 
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core, said core containing dopant ions capable of producing 
stimulated emission of light within a predetermined band of 
wavelengths including a wavelength \s when pumped with light of 
wavelength Xp, said gain fiber having input and output ends, and 
wherein the gain spectrum of said gain optical fiber, over said 
band of wavelengths and when pumped with light from wavelength Xp 
has a first portion which is relatively flat and a second portion 
which is not flat and exhibits gain greater than the gain 
exhibited over said relatively flat portion*? 

filtering means for attenuating light at at least some 
of the wavelengths within said predetermined band of wavelengths, 
said filtering means containing ions that can be excited by 
light of wavelength Xp. said filtering means having a 
transnd.ssion curve over said predeteroiined band of wavelengths 
and in the absence of excitation by said gain fiber over said 
predetermined band of wavelengths when said gain fiber is excited 
by light at wavelength Xp so that when light in the range of said 
predetermined range of wavelengths is amplified and filtered by 
said filtering means, the resulting gain spectrum for said 
amplifier over said predetermined range of wavelengths is 

substantially flat*; 

means for introducing a signal of wavelength Xs into 



* See footnote 2. 



* See footnote 3. ' ,_3_ 
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said gain fiber input end, 

means introducing puttp light of wavelength \p into 

said gain fiber, and 

means for preventing the excitation of said filtering 

means by light of wavelength Xp. 

[19] 43. A fiber amplifier comprising 
a gain optical fiber having [a] only one single -mode 
core, said core containing dopant ions capable of producing 
stimulated emission of light within a predetermined band o.f 
wavelengths including a wavelength X, when pumped with light of 
wavelength X„ said gain fiber having input and output ends, said 
dopant ions being selected from the group consisting of erbium, 
neodymium and praseodymium, and wherein the gain spectrum of said 
gain optical fiber, over said band of wavelengths and when punned 
with light from wavelength has a first portion which is 
relatively flat and a second portion which is not flat and 
exhibits gain greater than the gain exhibited over said 

relatively flat portion'; 

filtering means for attenuating light at at least some 
of the wavelengths within said predete^nnined band of wavelengths, 
said filtering means containing a dopant selected from the group 
consisting of erbium, dysprosium, neodymium, ytterbium, samarium. 



« See foomote 2. 

-it 
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praseodymium, thulium, vanadium and cadmium selenide, said 
filtering means having a transmission curve over said 
predetermined band of wavelengths and in the absence of 
excitation by said gain fiber over said predetermined band of 
wavelengths when said gain fiber is excited by light at 
wavelength X, so that when light in the range of said 
predetermined range of wavelengths is amplified and filtered by 
said filtering means, the resulting gain spectrum for said 
amplifier over said predetermined range of wavelengths is 

substantially flat"*; 

means for introducing a signal of wavelength X, into 

said gain fiber input end. and 

means introducing pump light of wavelength Xp into said 

gain fiber. 

TJftW Cla ''"'^ 44-50 

44. An optical fiber amplifier having a 

^^^i-Tn,m for use over a wavelength range of about 
flattened gain spectrum for use ovei 

1530 to about iseonm comprising: 

a gain optical fiber consisting of one core, said 
containing ions capable of producing stimulated emission of light 
within the band of wavelengths extending from about 1530 to about 



See footnote 3. 
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1560ntn when pumped with light having a wavelength capable of 
causing said stiinulated ettiission in said band of wavelengths, 
said stimulated emission from said gain fiber exhibiting a gain 
spectrum including a peak around I532nm and a substantially flat 
gain region extending from about I5460nm to about iSSOnm, said 
gain fiber having input and output ends; 

a gain spectrum fiber exhibiting an absorption spectrum 
and having an input end and an output end, one of the input and 
output ends of said filtering fiber being optically connected to 
one* of the output and input ends, respectively, of said gain 
fiber, said filtering fiber having a core doped with ions which 
are capable of absorbing light according to said absorption 
spectrum within the band of wavelengths extending from about 1530 
to about I560nm, the absorption spectrum of said filtering fiber 
having a substantially non-flat absorption spectrum in the 
spectral region from about 1530 to about iB40nm and particularly 
at about I532nm and having a relatively flat absorption spectrum 
in the region from about 1540 to about l560nm, the absorption 
spectrum exhibiting a lower absorption in the region from about 
1540 to about ISSOnm than the absorption in the spectral region 
from about 1530 to about I540nm and particularly at about I532nm, 
one of the input a^d output ends of said filtering fiber being 
adapted for connection to a transmission fiber input end; 

means for introducing pump light into at least one of 
the input and output ends of said gain fiber; and 



-6- 
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means for introducing a light signal having a 
wavelength in the range from about 1530 to about iSSOnm into the 
input end of said gain fiber wherein said pump light stimulated 
emission in said gain fiber over the wavelength range from about 
1530 to about ISSOnm and an amplified signal in the range from 
about 1530 to about l540nm is not attenuated below a level about 
equal to the magnitude of an amplified signal in the wavelength 
range from about 1S40 to about 1560nm». 

45. The amplifier of claim 44 wherein said means 

T ^rtiYii-,>-? CCS at least two pump sources' - 

for introducing pump light comprises an leasu 

46. The amplifier of claim 44 wherein said 
amplifier is reverse pumped^". 

47. The amplifier of claim 44 which further 
comprises means between said gain fiber and said filtering fiber 
for filtering light in the pump wavelength spectrum". 



48. 



The amplifier of claim 44 wherein the pump 



^ col. 1. lines 1-9; col. 3, lines 66^8; col. 4, Unes 17-49; col. 5 lines 2-16 and line 
66, to col, 6, line 8; col. 7, lines 59-60; and Figs. 1, 4, 10-12. 

9 Col. 6, lines 48-60. 
^° See footnote 9, 

" Col. 4, lines 48^; col. 5, line 29, to col, 6, line 8. 

-7- 
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light has a wavelength centered around at least one of about 
980nm and I4a0nin^. 

49. The amplifier of claim 45 wherein the at 
least two pump sources have a wavelength centered around at least 
one of about 980nm and 14S0nm"* 

50. The amplifier of claim 45 further comprising 
at least a second gain optical fiber consisting of one core which 
contains ions capable of producing stimulated emission of light 
within the band of wavelengths extending from about 1530 to about 
1560nm when pumped with light having a wavelength capable of 
causing said stimulated emission in said band of wavelengths, 
said stimulated emission from said gain fiber exhibiting a gain 
spectrum including a peak around 1532nm and a siibstantially flat 
gain region extending from about 154 Onm to about 156 Onm, said 
second gain fiber having input and output ends; wherein said at 
least first and second gain fibers and said filtering fiber are 
optically interconnected in a series arrangement". 



" CoL 5, lines 44-45, and Table 1. 

See foomote 12 and col. 5, line 64, to col. 6, line 60. 
" Col. 6, lines 9-36, and Fig. 10. . 
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